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DETAILED ACTION 

1 . This is the First Action on the Merits of US Patent Application 10/517,920, which 
is the National Stage Entry under 35 U.S.C. 371 of International Application 
PCT/IB/02647, filed 06 June 2003, and claims priority to European Patent Application 
02291520.1, filed 18 June 2002. Currently, claims 1-12 are pending. 

Information Disclosure Statement 

2. The information disclosure statement filed 15 March 2008 fails to comply with 37 
CFR 1.98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 12 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 12 recites a "device for receiving and decoding a video signal", goes on to 
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describe the signal, and concludes by stating that the decoding device is "further 
characterized in that it includes means for reading in the received coded bitstream the 
specific spatial resolution of each of said separate channels". This is a single means 
claim that covers every conceivable means for achieving the purpose of receiving and 
decoding the video signal, and is not limited to those means disclosed in the 
specification. In re Hyatt, 708 F.2d 712, 714-15, 218 USPQ 195, 197 (Fed. Cir. 1983). 

Claim Rejections - 35 USC §101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture or composition of matter, or any 
new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of 
this title. 

6. Claims 1-9 and 11 are rejected under 35 U.S.C. §101 as directed to non- 
statutory subject matter. 

7. Supreme Court precedent 1 and recent Federal Circuit decisions 2 indicate that a 
statutory "process" under 35 U.S.C. 101 must (1) be tied to another statutory category 
(such as a particular apparatus), or (2) transform underlying subject matter (such as an 
article or material) to a different state or thing. While the instant claim(s) recite a series 
of steps or acts to be performed, the claims neither transform underlying subject matter 
nor positively tie to another statutory category that accomplishes the claimed method 
steps, and therefore do not qualify as a statutory process. In the present invention, 



1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 
409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 US 780, 787-88 (1876). 

2 In reBilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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nowhere in method claims 1-9 is stated what performs the method of generating the 
coded bitstream. 

8. Claim 1 1 defines a "signal" per se. A signal does not fall within any of the four 
statutory classes of §101 . Rather, a signal is a form of energy, in the absence of any 
physical structure or tangible material. In re Nuijten, 84 USPQ2d 1495 (Fed. Cir. 2007). 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 0. Claims 1 -1 2 are rejected under 35 U.S.C. 1 02(b) as being anticipated by "MPEG- 
4 Video Verification Model version 18.0" (Li et al.). Li et al. describes various features of 
MPEG-4 video encoding and decoding. 

11. Regarding claim 1, in MPEG-4, "a scene is viewed as a composition of Video 
Objects", subdivided into Video Object Planes (VOPs), with spatial scalability of a series 
of VOPs presented as a channel called a Video Object Layer (VOL) (pg. 12). Figure 40 
illustrates a multi-channel system. In this example, a bitstream is divided into a base 
layer and an enhancement layer at a higher resolution (pg. 78). If the scalability is a 
spatial scalability, as in the present invention, the enhancement layer is upsampled (pg. 
78), and so has a higher spatial resolution. For example, a base layer may be at QCIF 
resolution and an enhancement layer is at CIF resolution (pg. 79). Then, the encoding 
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system shown in figure 40 generates "a coded bitstream" having "separate channels" of 
different spatial resolutions. Section 3.7.1 describes the spatial scalability encoding 
process, in which a lower-layer VOP is upscaled to produce an enhancement-layer VOP 
in the enhancement VOL (pg. 79). The enhancement layer is described in terms of a 
vertical and horizontal scaling factor (pp. 79-80), presented as a fraction (pg. 184) in the 
VOL syntax (pg. 110) for the enhancement layer. These syntax elements are the 
"syntactic means for describing the spatial resolution" of the enhancement channel, and 
the reference VOP height and width syntax elements (pg. 114) are the "syntactic means 
for describing the spatial resolution" of the base channel. 

Regarding claim 2, each VOP contains a width field and a height field (pg. 114). 
These are the claimed "specific syntax elements for separately describing the spatial 
resolution of each image of the input sequence". 

Regarding claim 3, in a VOP header, a vop_width field and a vop_height field are 
conditional on the presence of a header extension code (pg. 121). 

Regarding claim 4, a VOP header also includes fields describing the sizes of 
neighboring VOPs: backward_shape_width, backward_shape_height, 
forward_shape_width, and forward_shape_height (pg. 188). 

Regarding claim 5, in the enhancement layer, the spatial resolution is presented 
as a scaled value relative to the VOP size of the base layer, or the claimed "reference 
spatial resolution". 

Regarding claim 6, in Li et al., VOP resolution in a base layer is indicated in a 
VOP header (pg. 114). 
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Regarding claim 7, in Li et al., enhancement layer size is scaled from a 
vop_height field, which is the height of the reference VOP, and a vop_width field, which 
is the width of the reference VOP (pg. 80). 

Regarding claims 8 and 9, the vertical and horizontal sampling factors are each 
encoded as a numerator-denominator pair (pg. 184) relative to the base layer 
resolution. 

Regarding claim 10, in the encoder structure of figure 40, the scalability 
preprocessor that separates an incoming bitstream into two channels of VOPs is the 
claimed "means for structuring each scene" into VOs. The pair of MPEG-4 coders is 
the "means for coding the shape, the motion and he texture of each of said VOs". The 
MSDL Mux is the claimed "means for multiplexing the coded elementary streams" (pg. 
78). 

Regarding claim 11, a spatially-scaled MPEG-4 bitstream comprising a plurality 
of VOLs of different spatial resolutions is the claimed "transmittable video signal". 

Regarding claim 12, in the decoder structure of figure 40, the scalability post- 
processor (pg. 78) that mixes together the base and enhancement layers to produce a 
high-resolution output is the claimed "means for reading in the received coded bitstream 
the specific spatial resolution of each of said separate channels". 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 
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• US Patent 6,459,814 B1 (Li et al.) 

• US Patent 6,580,754 B1 (Wan et al.) 

• "MPEG-4 video verification model: a video encoding/decoding algorithm 
based on content representation" (Ebrahimi) 

• "Scalable Internet video using MPEG-4" (Radha et al.) 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David N. Werner whose telephone number is (571)272- 
9662. The examiner can normally be reached on Monday-Friday from 10:00-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mehrdad Dastouri can be reached on (571) 272-7418. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Marsha D. Banks-Harold/ 

Supervisory Patent Examiner, Art Unit 2621 

ID. N. W./ 

Examiner, Art Unit 2621 



